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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kienzle, III (US 2002/0077540A1 ) in view of White US 2003/0105470) further in 
view of Horbal et al. (5249581 ). 

With respect to claim 8, Kienzle discloses a system for measuring and assessing 
the skeletal geometry of a hip joint during surgery, suitable for surgical navigation of a 
hip arthroplasty operation, comprising: a locating system which determines positions 
and orientations of trackable markers (see para. 12); a computer, interfaced to said 
locating system to receive tracking data, and calculating from said tracking data the 
positions of tracked objects in relation to a generic computer model of a patient's hip 
geometry (see para. 12 and para. 15 lines 14-20); a software module, executable on 
said computer, which defines the patient's pelvic plane without reference to previously 
obtained radiological data, by locating at least three pelvic landmarks (see para. 16); 
and a pelvic tracking marker, fixable to the pelvic bone and tracked by said locating 
system, to track in real time the orientation of said pelvic plane (see para. 45-46). 

Kienzle discloses the invention as claimed, including the use of femoral tracking 
markers wherein said marker is securely attachable to a femur of the patient and 
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trackable by said locating system to detect changes in leg length and femoral offset. 
Kienzle is deficient in teaching a non-penetrating means for securing said femoral 
tracking marker to the femur of the patient. White teaches a non-penetrating means 
(see para. 55 and fig. 1 1 ) for securing a femoral tracking marker to the femur of the 
patient in order to provide a non-invasive means of attaching a marker to a patient. 

As for claim 10, Kienzle further discloses the system of claim 8, further 
comprising a trackable acetabular navigation tool, capable of fixation to an acetabular 
shell implant; and wherein said software module calculates the relationship between 
said navigation tool and a real time orientation of said pelvic plane, and displays said 
relationship, to facilitate establishing proper geometry of said shell implant during 
surgery (see para. 47). 

With respect to claims 11 and 12, Kienzle further discloses a trackable, manual 
probe for acquiring the positions of said pelvic landmarks, and wherein said software 
module defines said pelvic plane from at least three and not more than four pelvic 
landmarks (see para. 45-46). 

It would have been obvious to one skilled in the art at the time the invention was 
made to modify the femoral tracking marker of Kienzle with the a non-penetrating 
means for securing a femoral tracking marker to the femur of the patient in view of 
White in order to provide a non-invasive means of attaching a marker to a patient. 
Kienzle in view of White teaches the claimed invention except for determining positions 
and orientations of optically trackable markers without reference to previously obtained 
radiological data. 



Application/Control Number: 10/765,384 Page 4 

Art Unit: 3733 

With respect to claim 1 , the combination of Kienzle in view of White further 
teaches with a trackable probe, locating points on said acetabular implant; based on 
tracked location of said at least three points, calculating an orientation of said 
acetabular implant tool; and comparing the calculated orientation of said acetabular 
implant to said desired orientation to verify proper orientation of the acetabular implant 
(see para. 60-62 of White). While White does not appear to specifically teach locating 
three superficial points, it is noted that it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to locate at least three points 
on the said implant to better verify proper orientation, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

As for claims 2 and 4, it is noted that the method is disclosed above. 

As for claim 3, Kienzle discloses the method of claim 2 wherein said anatomical 
pelvic features comprise at least three of an ipsilateral anterior superior iliac spine, a 
contralateral anterior superior iliac spine, an ipsilateral pubic tubercle, and a 
contralateral pubic tubercle (see para. 45). 

It is noted that claims 5 and 7 have been taught above. 

As for claim 6, is note that the combination of Kienzle in view of White teaches 
the invention was claimed except for the trackable marker secured to said femur by a 
clamp mounting said trackable marker. It is noted that White, as stated above, teaches 
a non-invasive patch used to securely hold the marker to the patient (see White fig. 1 1 
and para. 55). The use of a patch to non-penetratingly hold a marker is equivalent is 
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function to a clamp that is used to non-penetratingly hold a marker. The substitution of 
the patch of White with a clamp would have been obvious to one of ordinary skill in the 
art at the time of the invention. 

Horbal teaches the step of determining positions and orientations of optically 
trackable markers without reference to previously obtained radiological data in order to 
provide the surgeon with graphic pictures of the bones during surgery (col. 1 lines 36- 
63). 

It would have been obvious to one skilled in the art at the time the invention was 
made to modify the method of Kienzle in view of White in order to provide the surgeon 
with graphic pictures of the bones during surgery. 

It is also noted that while the combination of Kienzle, White and Horbal does not 
appear to teach three optical tracking references, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to construct the 
assembly of Kienzle, White and Horbal having a plurality of tracking references, since it 
has been held that mere duplication of the essential working parts of a device involves 
only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

With regard to the statements of intended use and other functional statements, 
they do not impose any structural limitations on the claims distinguishable over Kienzle, 
White and Horbal which is capable of being used as claimed if one so desires to do so. 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Furthermore, the law of anticipation does not require that the reference "teach" 
what the subject patent teaches, but rather it is only necessary that the claims under 
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attack "read on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 
781 (CCPA 1983). Furthermore, the manner in which a device is intended to be 
employed does not differentiate the claimed apparatus from prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Response to Arguments 

See above rejection for remarks made to claim 12. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TARA R. GEORGE whose telephone number is 
(571 )272-3402. The examiner can normally be reached on M-F from 6am-2pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

U. R. Q.I 

Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



